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DETAILED ACTION 

On December 12, 2002, an Advisory Action was mistakenly mailed for this 
application. Because the action prior to the Advisory was not a Final Rejection, an 
Advisory Action was not proper. The claims are rejected again as detailed below. 

Claim Objections 

Claims 2 and 27 are objected to because of the following informalities: 

Claim 2, line 5 recites "the said". Please use either "the" or "said", but not both. 

Claim 27, line 4 recites "the or each abutment surface". Please use either "the" 
or "each", but not both. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 , 2, 4, 5, 8, 9, 21 , 23-25, and 28 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Regarding claim 1 , line 3 recites "including opposite end edges". Examiner is not 
certain which element contains the end edges. Is it the metal sheet substrate or the 
core? Lines 7 and 10 recite the "end edge of said core", so Examiner interpreted the 
core as including the opposite end edges. 



II 
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Also regarding claim 1 , line 6 recites "which". Examiner is not certain what the 
Applicant is referring to. Examiner interpreted this as referring to the end regions of the 
metal sheet opposite edges. 

Regarding claim 2, line 2 recites "longitudinal edge region". There is insufficient 
antecedent basis for this limitation in the claims. 

Regarding claims 4, 8, and 9, their respective lines 2 recite "its". Additionally, 
claim 8, line 3 recites "its". This language is indefinite. 

Regarding claim 5, a projection is inherently not a channel. How can a projection 
be in the form of a channel? 

Regarding claim 21 , line 5 recites "flat apical" portion. Examiner cannot reconcile 
"flat" and "apical" being used to describe the same thing. How can an apex be flat? An 
apex inherently implies a highest point. 

Regarding claims 23 and 24, their respective lines 2 recite "its". This language is 
indefinite. 

Regarding claims 25 and 28, their respective lines 3 recite "its". This language is 
indefinite. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1 , 2, 4, and 5 as best understood, and claims 3, 6, and 10-16 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Hesser in view of Sauer. 

Hesser is directed towards a structural wall apparatus. 

Regarding claims 1 and 16, Hesser discloses in figures 1 , 2, 4, and 5, and in 
column 2, line 68, to column 4, line 27, a structural and insulated wall 10 having a 
plurality of panels 1 1 interconnected to each other. Each panel 1 1 has a metal skin 12 
and an inner skin 13 spaced by a uniform thick insulating material 14 which may be a 
foamed polymer, such as a polystyrene or polyurethane rigid foam, to form a structural 
lightweight panel 11. Col. 4, lines 11-14 disclose the skins 12, 13 being metal. Each 
panel 1 1 has abutting attaching ends 15 and 16 with the end 15 having a metal lined 
tongue 17 and a metal lined groove 18 in which the metal lining continues from the inner 
and outer skins 13, 12. The panel end 16 has a metal lined groove 22 which exactly 
coincides and co-acts with the tongue 17 and has a tongue 23 which co-acts with the 
metal lined groove 18. Thus, when two panels 1 1 and 23 are connected, the tongue 17 
is inserted into the groove 22 while the tongue 23 is inserted into the groove 18. 

The foamed polymer is the claimed core and the skins 12, 13 the claimed metal 
sheet substrates. The foamed'polymer has opposite major faces and end edges that 
extend between and are generally perpendicular to the major faces. The metal sheets 
12, 13 include opposite edges that are shaped to form end regions of the panel 1 1 . 
These end regions extend inboard of the core major surfaces and across each end 
edge of the core. Each end region contains a tongue 17, 23 and groove 18, 22. The 
tongues are projections and the grooves are channels. 
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However, Hesser does not disclose disposing a plasterboard paper covering on 
the skins 12, 13. 

Sauer is directed towards a building construction made up of a plurality of 
interlocked side-by-side panels. 

Sauer discloses in figures 1-3 and in column 2, lines 48-63, a rigid building panel 
10 comprising spaced substantially parallel front and rear sheets 12 and 14, 
respectively, having there-between an insulating, rigid core element 16 bonded under 
pressure to the inside surface of the sheets 12 and 14. The core element 16 is formed 
of any suitable insulating material. Column 4, lines 16-22 disclose that the sheets 12 
and 14 of the panels 10 may be formed of sheet metal and provided with pre-finished 
architectural faces. A plasterboard paper covering is a pre-finished architectural face. 

Therefore, it is obvious to one of ordinary skill in the art at the time the invention 
was made to modify Hesser to dispose a plasterboard paper covering on the metal 
skins 12, 13. 

One of ordinary skill would be motivated to make such a modification to create an 
aesthetically pleasing panel. 

Regarding claim 2 as best understood, Hesser discloses angled insulating 
material surfaces 20, 21 disposed between the tongues 17, 23 and the grooves 18, 22. 
Material surfaces 20, 21 are abutment surfaces. 

However, Hesser does not disclose the material surfaces 20, 21 being 
perpendicular to the major faces of the panel. 
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Sauer discloses an abutment at 25 that is perpendicular to the major surface of 
the panel. 

Therefore, it is obvious to one of ordinary skill in the art at the time the invention 
was made to modify the material surfaces 20, 21 to be generally perpendicular to the 
major surfaces of panel 1 1 . 

One of ordinary skill would be motivated to make such a modification because a 
perpendicular surface and a skewed surface, i.e. relative to the major surfaces, are 
equivalent for their use in the panel art and the selection of any of these known 
equivalents is within the level of ordinary skill in the art. One of ordinary skill would also 
use a perpendicular surface to create a flush fit between panels. 

Regarding claim 3, the grooves 18, 22 of Hesser are generally C-shaped in cross 
section incorporating opposite walls interconnected by a substantially flat base portion. 

Regarding claim 4 as best understood, the opposite walls of the C-shaped 
channel meet the base at approximately 90 degrees. 

Regarding claims 5 and 6, the tongues 17, 23 have a cross sectional area that 
complements the cross section of the grooves 18, 22 so that the tongues 17, 23 of one 
panel fit in nesting engagement with the grooves 18, 22 of an other panel. 

Regarding claim 10, the disclosures of Hesser and Sauer are discussed above. 
However, neither Hesser nor Sauer disclose using an adhesive to secure a/the 
architectural finish to the metal sheets. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use any type of adhesive to secure the architectural finish to the 
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skins 12, 13, since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of 
design choice. 

One of ordinary skill would be motivated to make such a modification to secure 
the finish to the skins 12, 13. 

Regarding claim 1 1, the disclosures of Hesser and Sauer are discussed above. 
However, neither Hesser nor Sauer specifically disclose bonding the plasterboard paper 
directly to the metal skins/sheets. 

Sauer discloses disposing the architectural finish on the metal sheets. 

Therefore, it is obvious to one of ordinary skill in the art at the time the invention 
was made to dispose a plasterboard paper directly on the metal skins 12, 13 of Hesser. 

One of ordinary skill would be motivated to make such a modification to provide 
the strongest connection between the metal skin and the finish. 

Regarding claim 12, even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If a product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process. 

Regarding claim 13, the disclosures of Hesser and Sauer are discussed above. 
However, neither Hesser nor Sauer disclose using an adhesive to secure a/the 
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architectural finish to the metal sheets or bonding plasterboard paper directly to the 
metal skins/sheets. 

Sauer discloses disposing the architectural finish on the metal sheets. 

Therefore, it is obvious to one of ordinary skill in the art at the time the invention 
was made to dispose a plasterboard paper directly on the metal skins 12, 13 of Hesser. 

One of ordinary skill would be motivated to make such a modification to provide 
the strongest connection between the metal skin and the finish. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use any type of adhesive to secure the architectural finish to the 
skins 12, 13, since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of 
design choice. 

One of ordinary skill would be motivated to make such a modification to secure 
the finish to the skins 12, 13. 

Regarding claims 14 and 15, the disclosures of Hesser and Sauer are discussed 
above. Additionally, as discussed above, Hesser discloses making the skins 12, 13 
from metal. However, neither Hesser nor Sauer specifically disclose making the metal 
skins/sheets from mild steel, aluminum, tin, stainless steel, and galvanized steel, or 
using a guage of between 0.3 and 1mm. 

Metal as disclosed by Hesser includes mild steel, aluminum, tin, stainless steel, 
and galvanized steel, and includes a range of metal thicknesses. 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use any of these metal materials and associated thicknesses, 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of design 
choice. In re Leshin, 125 USPQ 416. 

One of ordinary skill would be motivated to use one of these materials to make a 
safe, strong panel. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hesser in 
view of Sauer and further in view of Lamberet. 

The disclosures of Hesser and Sauer are discussed above. However, neither 
Hesser nor Sauer disclose a snap fit connection between the tongue and groove in a 
joint conection. 

Lamberet discloses in figure 2 and column 4, lines 5-26, panel tongues and 
grooves in an interlocking relationship at a joint between panels. 

Therefore, it is obvious to one of ordinary skill in the art at the time the invention 
was made to modify the tongues and grooves of Hesser to include interlocking means. 

One of ordinary skill would be motivated to make such a modification to 
temporarily hold the panels together before using the fasteners. 

Claim 9 as best understood is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hesser in view of Sauer and further in view of Ehrlich. 
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The disclosures of Hesser and Sauer are discussed above. However, neither 
Hesser nor Sauer disclose the panel major surface having a recess adjacent the end 
region. 

Ehrlich discloses in figure 2, panels 142a, 142b having coined or stepped down 
end sections 160a, 160b. The ends are stepped down so that logistics plate 152 is 
flush with the wall surface to form a smooth wall surface at the joints and to discourage 
snagging at the joints. 

Therefore, it is obvious to one of ordinary skill in the art at the time the invention 
was made to modify the panels of Hesser to include stepped down areas adjacent the 
panel ends. 

One of ordinary skill would be motivated to make such a modification to provide a 
smooth wall surface at the joints and to discourage snagging at the joints. 

Claims 19, 20, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lamberet in view of Hesser. 

Lamberet discloses in figures 1 and 2 and in column 3, line 54 to column 4, line 
26, a profile member that defines a lateral edge of an insulating panel of the type which 
comprises a pair of sheet metal facing layers between which a core of synthetic resin 
foam can be formed by injection. The foamed core has major faces and has opposite 
end edges that extend between and generally perpendicular to the major faces. Each 
of the metal sheets has a perimeter edge that inherently define edge regions which form 
longitudinal edge regions of the panel. These edge regions are connected to the profile 
member 2 and the profile member 2 extends inwardly of the opposite major faces of the 
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panel and across the end edge of the foamed core to provide for interconnection of the 
panel with another panel. Each end region of the panel is defined by the profile 
member 2 which forms at least a pair of connecting elements which are disposed 
across the core end edges. The connecting elements are channels and projections 
adapted to interfit with the channels and projections of another panel. 

Each of the panels are configured such that the major surfaces of the 
interconnected panels are aligned and in substantially abutting relationship to form a 
continuous surface. A metal insert 8, constituted by a flat plate, is disposed in the 
inwardly extending fold 7 of profile 2. Metal insert 8 is a reinforcing element that is 
installed at a joint formed on connection of panels and is secured in place by locating it 
between and in connection with the interfitting elements of each panel. 

However, Lamberet does not disclose the metal sheets extending inwardly of the 
opposite major faces, but instead as discussed above, the metal sheets are connected 
to the profiles 2 that extend inwardly of the major opposite faces. 

Hesser's disclosure is discussed above. As discussed, each panel 1 1 has 
abutting attaching ends 15 and 16 with the end 15 having a metal lined tongue 17 and a 
metal lined groove 18 in which the metal lining continues from the inner and outer skins 
13, 12. 

Therefore, it is obvious to one of ordinary skill in the art at the time the invention 
was made to modify the panels of Lamberet such that the metal sheets include the 
profile portion (identified by the reference number 2 in Lamberet) so that the metal 
sheets extend inwardly of the major surfaces of the panel. 
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One of ordinary skill would be motivated to make such a modification to provide a 
safer, stronger joint between panels. 

Claims 27, 29-31 and claim 28 as best understood, are rejected under 35 U.S.C. 
103(a) as being unpatentable over Lamberet in view of Hesser and further in view of 
Sauer. The disclosures of all these references are discussed above. Please see those 
discussions. 

Regarding claim 27, Lamberet and Hesser do not disclose an abutment surface 
extending generally perpendicularly to the major surfaces of the panel and disposed 
between a major surface of the panel and the connecting elements. As discussed 
above, Sauer does. 

Therefore, it is obvious to one of ordinary skill in the art at the time the invention 
was made to modify the panels of Lamberet such that an abutment surface extends 
generally perpendicularly to the major surfaces of the panel and is disposed between a 
major surface of the panel and the connecting elements. 

One of ordinary skill would be motivated to make such a modification to provide a 
safer, stronger joint between panels. 

Regarding claim 28, as best understood, Lamberet and Hesser do not disclose a 
paper covering being disposed along the major surface of a panel. 

Sauer discloses in column 4, lines 16-22, that the sheets 12 and 14 of the panels 
10 may be formed of sheet metal and provided with pre-finished architectural faces. A 
plasterboard paper covering is a pre-finished architectural face. 
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Therefore, it is obvious to one of ordinary skill in the art at the time the invention 
was made to dispose a paper covering along the major surface of the panel. 

One of ordinary skill would be motivated to make such a modification to make the 
panel more aesthetically pleasing. 

Regarding claim 29, the disclosures of Lamberet, Hesser and Sauer are 
discussed above. However, neither Lamberet, Hesser nor Sauer disclose using an 
adhesive to secure a/the architectural finish to the metal sheets. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use any type of adhesive to secure the architectural finish to the 
metal sheets, since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of 
design choice. 

One of ordinary skill would be motivated to make such a modification to secure 
the finish to the metal sheets. 

Regarding claim 30, the disclosures of Lamberet, Hesser, and Sauer are 
discussed above. However, neither Lamberet nor Hesser specifically disclose bonding 
the plasterboard paper directly to the metal skins/sheets. 

Sauer discloses disposing the architectural finish on the metal sheets. 

Therefore, it is obvious to one of ordinary skill in the art at the time the invention 
was made to dispose a plasterboard paper directly on the metal sheets. 

One of ordinary skill would be motivated to make such a modification to make the 
panel more aesthetically pleasing. 
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Regarding claim 31, even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If a product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process. 

Allowable Subject Matter 

Claim 8 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

The prior art does not disclose and it does not appear obvious to modify the prior 
art to disclose a panel having a tongue and groove connection, wherein the groove 
includes a depression on its inner surface and the tongue includes a protuberance on its 
outer surface, and the protuberance snap-fits into the depression to snap fit adjacent 
panels together. 

Claims 21-25 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: 
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The prior art does not disclose and it does not appear obvious to modify the prior 
art to disclose a panel having a reinforcing element disposed between the connecting 
elements of adjacent panels, wherein the reinforcing element includes at least one 
engagement part which is U-shaped and located particularly between an interfitting 
channel and projection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Kevin McDermott, whose telephone number is 703-308- 
8266. 




Carl D; Friedman 
Supervisory Patent Examiner 
Group 3600 
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